THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not binding
precedent of the Board.
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ON BRI EF

Bef ore McCANDLI SH, Senior Adm ni strative Patent Judge, ABRANS
and GARRI'S, Admi nistrative Patent Judges.

ABRAMS, Admi ni strative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe decision of the exam ner
finally rejecting clainms 1-16, which constitute all of the

clainms of record in the application.

1 Application for patent filed Novenber 16, 1993.
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The appellant’s invention is directed to a nethod (cl ains
1-8) and apparatus (clains 9-16) for the directed
solidification of nolten netal. The clains on appeal have been

reproduced in an appendix to the Brief.

THE APPLI ED REFERENCES

Mat sunaga et al. (Matsunaga) 3,635, 279 Jan
18, 1972

Sal kel d 4,108, 236 Aug. 22,
1978

THE REJECTI ON

Clainms 1-16 stand rejected under 35 U . S.C. 8§ 103 as being
unpat ent abl e over Sal keld in view of Mt sunaga.

The rejection is explained in Paper No. 8 (the final
rejection).

The argunents of the appellant in opposition to the
positions taken by the exam ner are set forth in the Brief and

the Reply Brief.

OPI NI ON
I n reaching our decision on the issues raised in this

appeal, we have carefully assessed the clains, the prior art



Appeal No. 96-1597 Page 3
Application No. 08/152,523

appl i ed against the clains, and the respective views of the
exam ner and the appellant as set forth in the Answer and the
Briefs. As a result of our review, we have determ ned that the
rejection of clainms 1-8 and 10-15 shoul d not be sustai ned,
while the rejection of clainms 9 and 16 shoul d be sust ai ned.

Qur reasoning in support of this conclusion follows.

It is axiomatic that the test for obviousness is what the
conbi ned teachings of the prior art would have suggested to one
of ordinary skill in the art. See, for exanple, In re Keller,
642 F.2d 413, 425, 208 USPQ 871, 881 (CCPA 1981). In
establishing a prima facie case of obviousness, it is incunbent
upon the exam ner to provide a reason why one of ordinary skil
in the art would have been led to nodify a prior art reference
or to conbine reference teachings to arrive at the clained
invention. Ex parte Capp, 227 USPQ 972, 973 (Bd. Pat. App. &
Int. 1985). To this end, the requisite notivation nust stem
from sonme teaching, suggestion or inference in the prior art as
a whole or fromthe know edge generally avail able to one of
ordinary skill in the art and not fromthe appellant's

di scl osure. See, for exanple, Uniroyal ,Inc. V. Rudkin-WIey
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Corp., 837 F.2d 1044, 1052, 5 USPQ2d 1434, 1052 (Fed. Cir.),
cert. denied, 488 U S. 825 (1988).

| ndependent claim1 is directed to a nethod of solidifying
nmolten netal. The opening steps of the claimprovide that the
molten netal be located in a nold in a heating chanber that has
an open bottom a nolten bath of quenching material |ocated
bel ow t he heating chanber, and a thermal insulating |ayer on
the nolten bath of quenching liquid. The final step of the
claimrecites that the nold is noved out of the heating
chanber, through the thermal insulating |ayer, and into the
nmolten bath of quenching netal. |In addition, the claim
requires, prior to the final step, the step of

nmovi ng said nolten bath of quenching materi al

relative to said heating chanber so that said open

bottomis closed by said thermal insulating |ayer.
The inportance of this step to the inventive nethod has been
expl ai ned on pages 2 and 3 of the specification.

It is the examner’s position that “Sal kel d substantially
shows the clained inventive [sic, invention] except [for] the
type of insulative material used” which, however, is taught by

Mat sunaga, and that it would have been obvi ous to one of
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ordinary skill in the art to nodify Sal keld to neet the terns
of claim1l1l in view of Matsunaga (Paper No. 8, pages 2 and 3).
In response to the appellant’s argunent that the step recited
above is not taught by either reference, the exam ner has
stated that since the Matsunaga draw ng shows that the bottom
surface of the heating chanber is in contact with the
insul ating |ayer atop the quenching netal bath,

it would have been obvious to provide a novabl e

support for the heating chanber such that the

position of the bottom opening can be adjusted in

according [sic, accordance] with the bath | evel
(Paper No. 8, page 4).
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We do not agree.

Sal kel d does not teach that the heating chanber is novable
with respect to the tank that holds the quenching netal, but
rather that these two elenents are fixedly nmounted with respect
to one another (see colum 2, |ines 42-45). Moreover, Salkeld
does not set forth any concerns regarding the |l evel of the
nol ten bath of quenching netal and, from our perspective, the
met hod and apparatus disclosed in this reference would
accommodat e a variance in such level nerely by adjusting the
di stance of the downward novenent of the nold into the bath.
Thus, in our opinion, no support for the examner’s position is
found in this reference. Since Matsunaga does not even
di scl ose a heating chanber, there is no support here, either.
We therefore fail to perceive any teaching, suggestion or
incentive in either reference which would have | ed one of
ordinary skill in the art to nodify the Sal kel d system so t hat
the nolten bath of quenching material is noved with respect to
t he heating chanber at all, nuch less that it would performthe
step of noving the nolten bath relative to the heating chanber

in the manner required by claim1.
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The conbi ned teachi ngs of Sal kel d and Mat sunaga therefore
fail to establish a prinma facie case of obviousness with
respect to the subject matter of claim1 or, it follows, of
clainms 2-8, which depend therefrom

| ndependent apparatus claim9 al so stands rejected on the
basi s of Sal kel d and Matsunaga. Claim9 requires the presence
of a heating chanber having an open bottom a crucible
containing a nolten quenching fluid beneath the heating
chanber, a thermal insulating |layer floating on the quenching
material and in contact with the bottom of the heating chanber,
and a nold novabl e vertically fromthe heating chanber through
the insulating layer and into the quenching material. CQur
under st andi ng of the sole argunment presented by the appell ant
with regard to this claimis that it would not have been
obvious to substitute the thermal insulating | ayer of Matsunaga
for the baffle of Salkeld (Brief, page 7). However, this
argunment is predicated upon a limtation that is not present in
the clains, and therefore cannot be persuasive. See In re
Self, 671 F.2d 1344, 1348, 213 USPQ 1, 5 (CCPA 1982). Although

t he exam ner has explained the rejection in terns of two
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references, Salkeld discloses the required thermal insulating
| ayer and thus in and of itself contradicts the appellant’s
position. Matsunaga is nerely confirmatory of the presence of
this feature in the art.

Neverthel ess, we find ourselves in agreenent with the
exam ner that it would have been obvious to one of ordinary
skill in the art to nodify Sal kel d by repl acing the di scl osed
thermal insulating |ayer with the one taught by Matsunaga.

Sal kel d di scl oses a heat insulating baffle that floats on the
surface of the quenching (cooling) bath. Its purpose is to
prevent heat fromescaping in that, as explicitly taught by
Sal keld, it fits “snuggly” within the walls of the quenching
bath container and is provided with openings through which the
nol d descends into the bath which are “contoured” to “conform
relatively closely to the outer walls of the article nolds”
(colum 3, lines 1-15). WMatsunaga al so di scl oses a heat

insul ating baffle covering the surface of the nolten bath,

whi ch conprises salts or a slag (columm 4, line 43) and which
as can be discerned fromthe drawi ngs, closely adheres to the
contours of the nold as it passes through into the nolten bath.

It is our opinion that one of ordinary skill in the art would
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have been notivated to substitute the insulating | ayer of
Mat sunaga for that of Sal keld, suggestion being found in the
advant age of providing an even nore snug fit about the nold so
as to nore effectively prevent heat from escaping fromthe
nmolten bath. In this regard, a conclusion of obviousness may
be made from common know edge and common sense of the person of
ordinary skill in the art w thout any specific hint or
suggestion in a particular reference (see In re Bozek, 416 F.2d
1385, 1390, 163 USPQ 545, 549 (CCPA 1969)), with skill being
presunmed on the part of the artisan, rather than the |ack
thereof (see In re Sovish, 769 F.2d 738, 742, 226 USPQ 771, 774
(Fed. GCir. 1985)). The applied references establish a
prima facie case of obviousness with regard to the subject
matter of claim9. Since the appellant has elected allow claim
16 to stand or fall with claim9, this conclusion applies to
claim 16 al so.

Claim 10 adds to claim9 the requirenent that there be a
nmol d hol ding franme which is novable vertically and is
configured for inmrersion in the nolten quenching netal, with

“the bottom of said heating chanber limting upward vertical
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novenent of said holding frame.” The appellant has argued that
the quoted feature is not taught in the references, to which
the exam ner has not directly responded. The basis for the
exam ner’s position is not evident to us. W therefore
conclude that a prinma facie case of obviousness is lacking with
regard to the subject matter recited in claim1l0, as well as in
clainms 11-14, which are dependent therefrom

We reach the sane conclusion with respect to cl ai m15.
This claimadds to claim9 a side chanber to the mai n chanber
in the crucible, and a spillway connecting the two so that the
si de chanber receives any overflow as a nold noves into the
gquenching material. Such a feature is not taught in the
applied references, and we find a prima facie case of

obvi ousness to be | acking here.

SUMMARY
The rejection of clains 1-8 and 10-15 i s not sustai ned.
The rejection of clains 9 and 16 is sustai ned.

The decision of the examner is affirned-in-part.
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No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

8§ 1.136(a).
AFFI RVED- | N- PART
HARRI SON E. McCANDLI SH )
Seni or Adm ni strative Patent Judge
)
BOARD OF PATENT
NEAL E. ABRAMS APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

BRADLEY R GARRI S
Adm ni strative Patent Judge
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